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DETAILED ACTION 

Claims 1-18, 21-22, 25, 27-31 are pending in the application. Claims 1- 
2, 4, 6, 9, 12-15, 17 and 29 are rejected. Claims 3, 5, 7-8 and 16 are 
objected to. Claims 10-11, 18, 21-22, 25, 27-28 and 30-31 are withdrawn from 
further consideration. 

Election/Restrictions 

Applicant has elected, with traverse, the species of Example 93 to 
prosecute the invention of Group I, claims 1-22 and 29. This requirement is 
still deemed proper and was made final in the office action dated September 
4^*^, 2009. 

The claims within elected Group I have been examined to the extent that 
they are readable on the elected species of Compound 93. Since no prior art 
was found on the elected species, the examination was expanded within elected 
Group I until art was found, in which case, the examination stopped and art 
has been applied against the claims. Note, M.P.E.P. § 803.02. 

The subject matter of the expanded search is as follows: 

The elected species, and 

Compounds of formula I where Rl is phenyl or substituted phenyl, Q is 
unsubstituted C2 alkenylene and W is -0-, and all other variables are defined 
within the instant claims . 

Claims embraced by the above identified expanded search are claims 1-9, 

12-17 and 29. 
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Subject matter not embraced by the above identified expanded search and 
Claims 10-11, 18, 21-22, 25, 27-28 and 30-31 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to nonelected 
inventions, there being no allowable generic or linking claim. Election was 
made with traverse in the reply filed on August 4^*^, 2009. 

Response to Amendment 

The objection to the abstract is withdrawn based on the instantly 
amended abstract, which provides a structure of the compounds claimed. 

The objections to claims 12, 16, 29, 14 are withdrawn based on the 
instantly amended claims, which have correct the various errors noted in the 
office action dated September 4^*", 2009. 

The rejection of claims 1-8, 12, 19 and 29 under 35 USC 112 2""^ 
paragraph is withdrawn based on the instantly amended claims which do not 
cover isomers, generally, or prodrugs. 

Applicant's amendments to the instant claims have rendered the 
rejection of claims 1, 2, 4-7, 12 and 19 under 35 USC 102(b) moot. This 
rejection has been withdrawn. 

Claim Objections 

Claim 6 is objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) 

to place the claim (s) in proper dependent form, or rewrite the claim (s) in 
independent form. Claim 1 does not provide for R3 to be amino. 
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It is suggested that Applicant delete the word "and" after species (41) 
in claim 18. Furthermore, it is suggested that Applicant replace the period 
after species (42) with a semicolon. 

Claims 3, 5, 7-8 and 16 are objected to as being drawn in part to non- 
elected subject matter. Should Applicant render the following claim 
rejections moot by amendment, the search would be expanded to include the 
subject of these claims, which is presently withdrawn. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claim 15 and rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 15 recited the variables R5-R7 and RB; however, these variables 
are not defined within the instant claims. Claim 17 recites the variable R8; 
however, R8 is not defined in the instant claims. Furthermore, each claim 
refers to a formula which is not found in the claims. Claim 15 refers to 
formula Ila; however, only formula II is shown. Similarly, claim 17 refers to 
formula Ilia; however, only formula III is shown. 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

Claims 1-2, 4, 6, 9, 13, 14 and 29 are rejected under 35 U.S.C. 102(b) 
as being anticipated by U.S. Patent No. 6,303,628 by Nakao et al. 

Nakao et al . teach the following compounds for use as intermediates en 
route to indole compounds and further teach them in ethanol . See Example 1, 
step 1. (CAS Registry No's. 231296-58-5, 231296-65-4, 231296-73-4, 231296-99- 
4) : 




Claims 1, 4, 6, 9, and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kambe et al. Org Lett. 2001, 3, 2575-2578. 

Kambe et al . teach the following species as intermediate in Scheme 4: 




I 



17 P-Ns 
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Claims 1, 2, 4, 6, 9, 13 and 29 are rejected under 35 U.S.C. 102(b) as 
being anticipated by U.S. Patent No. 5,534,654 by Ohtani et al. 

Ohtani et al . teach the following compounds as intermediates en route 
to hydroxamic acids and further teach as aqueous solutions during workup (See 

column 36) : 



MeO 



MeO 




NHS02Ph 



COOMe MeO. 



MeO 



COOH 



'NHS02Pii 



Claims 1, 4, 6, 9, 12, 17 and 29 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Gorvin, J. H. J. Chem. Soc. 1949, 3304-3311. 

Gorvin teaches the following two compounds on page 3307 during the 
preparation of 2-sulphanilamidocinnamamide and teach the methyl ester in an 
aqueous solution: 




Claims 1-2, 4, 6, 9, 12, 13, 14 and 17 are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. Patent No. 6,608,070 by Nakao et 
al. 

Nakao et al. teach the following species (CAS Registry No. 231297-59- 

9) : 
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NOTE: Although not explicitly discussed herein, applicant is advised to 
note that this reference is replete with species representative of the 
instantly claimed genus . Consequently, any amendments to the claims to 
overcome rejections rendered under 35 U.S.C. § 102 should address this 
reference as a whole and should not be limited to the species discussed or 
disclosed explicitly herein. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Matthew P. Coughlin whose telephone 
number is (571)270-1311. The examiner can normally be reached on Monday 
through Thursday from 7:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Joseph McKane can be reached on 571-272-0699. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free) . If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Matthew P. Coughlin/ /Rebecca L Anderson/ 

Examiner, Art Unit 1626 Primary Examiner, Art Unit 1626 



